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DETAILED ACTION 
Status of the Application 

This Office Action is in response to applicant's arguments filed on 7/21/2008. 
Claim(s) 1, 3, 5-6, 8-9, 11-18 have been cancelled. Claim(s) 2, 4, 7, 10 are pending. 
Claim(s) 2, 4, 7, 10 have been amended. Claim(s) 2, 4, 7, 10 are examined herein. 

Applicant's arguments have been fully considered but found not persuasive. The 
1 03(a) rejections of the last Office Action are maintained for reasons of record and 
repeated below for Applicant's convenience. The following obviousness double 
patenting rejection will now apply. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 2, 4, 7, 10 are provisionally rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 1-15 of 



copending Application No. 1 1/436,510. Although the conflicting claims are not identical. 
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they are not patentably distinct from each other because the referenced claims recite a 
methods of using a composition comprising 1 ,2-octanediol and one or more materials 
selected from the group consisting of eugenol, citronellal, terpinyl acetate, citronellol, 
and p-pinene, whereas the instant claims recite a composition comprising 1 ,2- 
octanediol and one or more materials selected from the group consisting of eugenol, 
citronellal, terpinyl acetate, citronellol, and p-pinene. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the Invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

The factual inquiries set forth in Graham vs John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 2, 4, 7 are rejected under 35 U.S.C. 103(a) as being obvious over 
Clarkson et al. (US Patent Application 2001/0036964 A1) in view of McCue et al. (US 
Patent 5,403,587). 

The instant claims are directed to a cosmetic or medicinal composition 
comprising 1 ,2-octanediol and one or more materials selected from the group consisting 
of eugenol, citronellal, terpinyl acetate, citronellol, and p-pinene. 

Clarkson et al. teach an anti-microbial composition comprising polyhydric alcohol 
(abstract), where a preferred compound is 1,2-octanediol (section 0065). Typical 
amounts of the polyhydric alcohol are between 1 and 20% by weight (section 0062). 
This composition is concerned with reducing microbial numbers upon the surface of the 
human body such as underarm or feet, thereby reducing malodor (section 0001 ), 
therefore requiring the use of perfumes or fragrances (section 0086). When used on 
the surface of the skin to fight microorganisms, the invention is formulated into 
deodorants (section 0002). In this manner, this composition disclosed by Clarkson et al. 
reads on both a cosmetic or medicinal composition. 

Examiner notes that in the absence in the specification as to what exactly is the 
scope of a "cosmetically and medicinally effective agent," the claims will be interpreted 
broadly so that the active agent disclosed by Clarkson et al. will read on a "cosmetically 
and medicinally effective agent." 

However, Clarkson et al. fail to teach citronella, terpinyl acetate, citronellol, or (3- 
pinene in the composition. 
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McCue et al. teach essential oils, such as citronella (col. 1, lines 56-59), which is 
a source of citronellal, is a well-known antiseptic compound (col. 1, lines 44-46) and is 
utilized for its antimicrobial activity (col. 1, lines 8-9). The essential oil is used in an 
amount between 0.02 to 5% by weight (col. 3, lines 10-14). 

Therefore, it would have been prima facie obvious to a person of ordinary skill in 
the art, at the time the claimed invention was made, to combine the antimicrobial 
compositions taught by Clarkson and McCue et al. with each other. 

A person of ordinary skill in the art would have been motivated to make this 
combination because: (1) both Clarkson and McCue et al. disclose antimicrobial 
compositions and (2) of the reasonable expectancy of successfully producing an 
effective cosmetic and/or medicinal composition. 

"It is prima facie obvious to combine two compositions each of which is taught by 
the prior art to be useful for the same purpose, in order to form a third composition to be 
used for the very same purpose.... The idea of combining them flows logically from their 
having been individually taught in the prior art." In re Kerklioven, 626 F.2d 846, 850, 205 
USPQ 1069, 1072 (CCPA 1980). 

Claim 10 is rejected under 35 U.S.C. 103(a) as being obvious over Clarkson et 
al. (US Patent Application 2001/0036964 Al) and McCue et al. (US Patent 5,403,587) 
as applied to claims 1-9 in view of Jensen et al. (US Patent 2,550,255). 
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The instant claims are directed to a food composition comprising 1 ,2-octanediol 
and one or more materials selected from the group consisting of eugenol, citronellal, 
terpinyl acetate, citronellol, and p-pinene. 

Clarkson and McCue et al. teach as discussed above, however fail to disclose 
specifically a food product containing this composition. 

Examiner notes that in the absence in the specification as to what exactly is the 
scope of a "nutritionally effective edible substance," the claims will be interpreted 
broadly so that the active agent disclosed by Clarkson et al. will read on a "nutritionally 
effective edible substance." 

Jensen et al. teach anti-bacterial agents to be employed as an effective 
preservative for food products (col. 1, lines 34-56). 

Therefore, it would have been prima facie obvious to a person of ordinary skill in 
the art, at the time the claimed invention was made, to use the antimicrobial 
composition as taught by Clarkson and McCue et al. in food products. 

A person of ordinary skill in the art would have been motivated to use the 
composition taught by Clarkson and McCue et al. in food products because the anti- 
bacterial properties of 1 ,2-octanediol can be used as a preservatives in food products to 
prevent spoilage and decomposition. 
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Response to Arguments 

Applicant has amended tine claims to recite "a synergisticaiiy effective amount" in 
order to overcome the argument directed to the Declaration not being commensurate 
with the scope of the claims. Therefore, the synergisticaiiy effective amount or ratio of 
the active agents Is covered by the specification. Applicant also argues that the 
previously submitted Declaration demonstrates a test result that shows unexpected 
effects. It is these synergistic effects that that are unexpected by the cited prior art 
references. 

This Is not persuasive because Applicant has only provided a showing of 
unexpected results, in the form of synergism, between 1,2-octanediol and citronellol 
(Embodiment 1 in Table 3 of specification). It is noted that the other embodiments are 
drawn to other 1 ,2-alkanediols that do not include the claimed 1 ,2-octanediol. Other 
results of Embodiment 1 are tested with various fragrance components, which do not 
any of the claimed fragrances with the exception of citronellol. Therefore, a single data 
point between 1,2-octanediol and citronellol showing synergism cannot support the full 
scope of the claimed fragrances, such as citronellal, terpinyl acetate, beta-pinene, and 
eugenol. Applicant Is reminded that the prima facie case of obviousness has not been 
overcome since the cited prior art teaches the combination of 1 ,2-octanedlol and 
citronellal. Applicant is requested to show more than a single data point, specifically the 
synergistic data between 1,2-octanediol and the other claimed fragrances, such as 
citronellal, terpinyl acetate, beta-pinene, and eugenol. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to Yong S. Chong whose telephone number is (571)-272- 
8513. The examiner can normally be reached on M-F, 9-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, SREENI PADMANABHAN can be reached on (571)-272-0629. The fax 
phone number for the organization where this application or proceeding is assigned is 
(571)-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Yong S Chong/ 
Examiner, Art Unit 1617 



YSC 



